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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 06 June 2006 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) 3,10.12 and 16 is/are withdrawn from consideration. 

5) E3 Claim(s) 1-2. and 4-9 is/are allowed. 

6) ^ Claim(s) 11 and 13 is/are rejected. 

7) ^ Claim(s) 14 and 15 is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Terminal Disclaimer 

1 . The terminal disclaimer filed on June 06, 2006 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of U.S. Patent 
No. 6,507,859 has been reviewed and is accepted. The terminal disclaimer has been recorded. 
As a result, the double-patenting rejections of claims 1 1 and 13 set forth in the previous Office 
action mailed on March 10, 2006 have been withdrawn. 

2. Applicant's amendment to cancel all nonelected claims (Claims 3, 10, 12, and 16) in 
response to this Office action is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claim 1 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In this case, the "to domain a plurality" recited in line 3 renders claim vague and 
indefinite. The "domain" ought to be deleted. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Also See The USPTO "Interim Guidelines for Examination of Patent Applications for 
Patent Subject Matter Eligibility" (Official Gazette notice of 22 November 2005). 



Application/Control Number: 09/584,999 
Art Unit: 2624 



Page 3 



6. Claims 1 1 and 13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 1 1 and 13 are drawn to a method that merely 
manipulates an abstract idea i.e., signal, or merely solves a mathematical problem without a 
limitation to a practical application in the technological arts. 

In order for a claimed invention to accomplish a practical application, it must produce a 
"useful, concrete and tangible result" State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02 (see 
MPEP 2 106.11. A). A practical application can be achieved through recitation of "a physical 
transformation outside the computer for which a practical application in the technological arts is 
either disclosed in the specification or would have been known to a skilled artisan", or "limited 
to a practical application within the technological arts" (MPEP 2106 IVB2(b)). Currently, 
claims 1 1 and 13 meet neither of these criteria. In order to for the claimed process to produce a ' 
"useful, concrete and tangible" result, recitation of one or more of the following elements is 
suggested: 

• The manipulation of data that represents a physical object or activity transformed 
from outside the computer (MPEP 2106 IVB2(b)(i)). 

• A recitation of a physical transformations outside the computer, for example in 
the form of pre or post computer processing activity (MPEP 2106 IVB2(b)(i)). 

• A direct recitation of a practical application in the technological arts (MPEP 2106 
IVB2(b)(ii)). 

Claims 1 1 and 13 define nothing more than a mathematical algorithms that, by itself, is 
Judicial Exception (i.e., non-statutory). Claims 1, 4, 6-9, 14-16, 25-28, and 30 preempt the 
mathematical application. Judicial Exception may be statutory if they recite a practical 
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application or they are part of an otherwise statutory claim, and if the claimed practical 
application does not "preempt" the Judicial Exception 

7. Claims 1 1 and 13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claimed invention is so abstract and sweeping as to 
cover the method if practiced by human operator assisted only by pencil and paper. The claims 
do not include a particular machine or apparatus, and no machine-implemented steps are recited, 
the steps are capable of performance by human mind. A method of this sort, traditionally called 
a mental process, is not patentable subject matter. 

A phenomena of nature, though just discovered, mental process, abstract intellectual 
concepts are not patentable, as they are the basic tools of scientific and technological work 
(emphasis added). See Gottschalk v. Benson, 175 USPQ 673, 675 (USSC 1972). Also see In re 
Prater and Wei, 159 USPQ 583 (1968), rehearing, 162 USPQ 541 (1969). 

8. Claims 1 1 and 13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. Claims 1 1 and 13 define a signal. 

A "signal" per se does not fall within any of the four statutory classes of 35 U.S.C. §101. 
A "signal" is not a process because it is not a series of steps per se. Furthermore, a "signal" is 
not a "machine", "composition of matter" or a "manufacture" because these statutory classes 
"relate to structural entities and can be grouped as 'product' claims in order to contrast them with 
process claims." (1 D. Chisum, Patents § 1.02 (1994)). Machines, manufactures and 
compositions of matter are embodied by physical structures or material, whereas a "signal" has 
neither a physical structure nor a tangible material. That is, a "signal" is not a "machine" 
because it has no physical structure, and does not perform any useful, concrete and tangible 
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result. Likewise, a "signal" is not a "composition of matter" because it is not "matter", but rather 
a form of energy. Finally, a "signal" is not a "manufacture" because all traditional definitions of 
a "manufacture" have required some form of physical structure, which a claimed signal does not 
have. 

A "manufacture" is defined as "the production of articles for use from raw 
materials or prepared materials by giving to these materials new forms, qualities, 
properties, or combinations, whether by hand-labor or by machinery." Diamond 
v. Chakrabarty, 447 U.S. 303, 308, 206 USPQ 193, 196-97 (1980) (quoting 
American Fruit Growers, Inc. v. Brogdex Co., 283 U.S. 1, 11, 8 USPQ 131, 133 
(1931). 

Therefore, a "signal" is considered non-statutory because it is a form of energy, in the 
absence of any physical structure or tangible material, that does not fall within any of the four 
statutory classes of 35 U.S.C. §101. 

Allowable Subject Matter 

9. Claims 14-15 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

10. Claims 1-2, and 4-9 are allowed. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Duy M. Dang whose telephone number is 571-272-7389. The 
examiner can normally be reached on Monday to Friday from 6:00AM to 2:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew C. Bella can be reached on 571-272-7778. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



dmd 
10/06 




DUYM.DANG 
PRIMARY EXAMINER 



